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DETAILED ACTION 

1 . Claims 1 -9 and 1 2-1 5 are presented for examination 

Response to Amendment 

2. The objections to claims 2, 3, and 7 are withdrawn in view of the Applicant's 
amendment to the claims. 

3. Applicant's arguments, see page 6, second full paragraph, filed 09/15/2004, with 
respect to the rejection(s)of claim(s) 1-6 under 35 USC § 102 have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of a 
newly identified reference. 

4. As per claim 8 the Applicant argues that Voit (US Patent 6, 075,783) does not 
disclose the application as claimed because Voit discloses the communication module, 
controller and database are all part of a single component (the DNS) rather than 
separate elements (Applicant's remarks page 6, first paragraph). The examiner 
respectfully traverses the Applicant's argument. 

5. The examiner points out that the DNS itself is composed of components or 
elements (col. 9, line 25) including a computer programmed to carry out various 
functions (col. 9, lines 25-28). The elements computer plus the associated sets of 
software modules constitute the controller, database, and communication module 
described in the claim. 

6. Applicant's arguments with respect to claims 7, and 9-12 have been considered 
but are moot in view of the new ground(s) of rejection. 
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Claim Rejections - 35 USC §112 

7. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

8. Claim 5 is self-contradictory because it describes transmitting an IP address to a 
plurality of terminals if the IP address is registered, but states that the plurality includes 
the first terminal if the IP address is not registered. Because of the contradictory 
conditionals, it is impossible to determine the meaning of the claim. For the purpose of 
examining the claim, it is assumed that the Applicant intended to remove the phrase "if 
the IP address is registered" to address the objection in the earlier office action. 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. Claims 1, 2, 5, and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Namma et al. (US Patent 6,185,616 filed 07/21/1997), hereinafter 
Namma in view of Aoki (US 5,983,090 filed 04/1/1997). 

11. As per claim 1 , Namma teaches a method of performing an Internet protocol (IP)- 
based communication between terminals, the method comprising the steps of: 

(a) receiving a request for an IP address of a second terminal 2 from a first 
terminal 1 (col. col. 5, lines 1-4); 
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(b) upon receipt of the request, checking whether an IP address corresponding to 
the second terminal is registered (col. 5, lines 10-17, Fig. 3); and 

(c) if the IP address is not registered, assigning an IP address to the second 
terminal corresponding to information from an IP address server (col. 5, lines 25-34). 

12. Namma does not explicitly teach assigning IP addresses to wireless terminals for 
IP base communications. 

13. Aoki teaches assigning IP addresses to wireless terminals for establishing a 
communications link between the terminals (at least col. 5, lines 27-34). 

14. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Namma and Aoki because they both 
deal with establishing IP sessions between stations where the first station does not 
know the IP address of the destination. Furthermore, the teaching of Aoki to modify the 
IP address assigning process taught by Namma with wireless terminals would enable IP 
based communications to mobile terminals even though the call initiator does not know 
the IP address of the second terminal (Namma, col. 1 , lines 30-40). 

1 5. As per claim 2, Namma teaches the method of claim 1 , wherein in the step (a), 
the request for an IP address is made using a telephone number (col. 5, lines 9-13), and 
wherein in the step (b), checking whether an IP address corresponds to the second 
terminal is carried out by checking whether the telephone number corresponds to the 
second terminal (Fig. 3, col. 13-21). 

16. As per claim 5 (as construed), Namma teaches the method of claim 1 , further 
comprising the step of transmitting the IP address to one of a plurality of terminals if the 
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IP address is not registered, said plurality of terminals including said first terminal 1 (Fig. 
1, col. 8, lines 17-20). 

17. As per claim 13, Namma and Aoki as applied to claim 1 teach the method of 
claim 1 , wherein the first terminal is a first wireless terminal and the second terminal is a 
second wireless terminal (at least col. 5, lines 27-34). 

18. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Namma and Aoki as applied to claim 1, and further in view of Ray et al. (hereinafter 
Ray), US 6,067,529. 

19. As per claim 3, Namma fails to teach the method of claim 1, further comprising 
the step of sending a notice requesting the second terminal to establish an IP 
connection if the IP address is not registered. 

20. Ray teaches the method of claim 1 further comprising the step of sending a 
notice requesting the second terminal to establish an IP connection if the IP address is 
not registered (Col 3, lines 45-50, customer provides alias address which is telephone 
number; Col 4 lines 17-22, alias address sent by SMS to a Gatekeeper; Gatekeeper 
converts alias address to IP address, Col. 4 lines 25-30). It would have been obvious to 
one of ordinary skill in this art at the time the invention was made to combine the 
teaching of Namma and Ray because they both deal with establishing IP sessions 
between a first terminal and a second terminal where the IP address of the second 
terminal is not known to the first terminal. Furthermore, the teaching of Ray to send a 
notice via SMS to request the second terminal to establish an IP connection would allow 
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the first terminal to reach the second even when the second terminal had not previously 
taken the step of registering an address with the name server. 

21 . As per claim 4, Namma in view of Ray as applied to claim 3 teaches the method 
of claim 3 wherein the notice requesting the second terminal to establish an IP 
connection using a Short Message Service (SMS) (Col 4, lines 17-22). 

22. Claim 6 is are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Namma and Aoki as applied to claim 5, and further in view of 'Official Notice'. 

23. Namma teaches that the method of claim 5 wherein IP address is transmitted to 
one or more terminals over an IP network (Fig. 1 , col. 8, lines 17-20) but does not 
explicitly teach the method of claim 1 wherein the IP address is transmitted to said one 
of a plurality of terminals using transmission control protocol/internet protocol (TCP/IP) 
or user datagram protocol/internet protocol (UDP/IP). However the Examiner takes 
'Official Notice' that TCP/IP is the most prevalent protocol used to interconnect hosts on 
the Internet. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to transmit the IP address to one of a plurality of terminals using 
transmission control protocol/internet protocol (TCP/IP), because TCP/IP provides a 
reliable (end-to end error recovery) and standard means of communicating IP 
addresses over the Internet. 

24. Claims 7 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Curry et al. (hereinafter Curry) US 6,359,880 in view of Martin et al. (hereinafter Martin) 
US 6,614,788. 
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25. As per claim 7, Curry teaches a communication system having a first wireless 
terminal 1 and a second wireless terminal 1 (Fig .1 col. 5, lines 27-29), an Internet 
protocol (IP) address server (Col. 18, lines 51-54, "DHCP Server"), and a name server 
(Fig. 1 , item 51 ) for providing an IP address at the request of the first terminal, wherein 
the name server comprises: 

a database for storing IP addresses corresponding to telephone numbers of a 
plurality of terminals, said plurality of terminals including the second wireless terminal 
(col. 9, lines 47-54); and 

a controller which assigns an IP address to the second wireless terminal 
corresponding to information from the IP address server, if the IP address of the second 
wireless terminal that is requested by the first wireless terminal using a telephone 
number is not registered (col. 18, lines 51-54: server obtains a temporary address for 
terminal using a DHCP server). 

26. Curry does not teach that the IP address obtained from the IP server is 
registered in the database. 

27. Martin teaches the communication system of claim 7 wherein the IP address 
obtained from the IP server is registered in the database (Fig 11, steps 152-156; Col 2, 
lines 35-42; Col 3, lines 12-15, telephone number stored with IP address). It would 
have been obvious to one of ordinary skill in this art at the time the invention was made 
to combine the teachings of Curry and Martin because they both deal with the dynamic 
assignment of IP addresses. Furthermore, the teaching of Martin to register the phone 
number and IP address in a database would result in a centralized database from which 
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network addresses could be retrieved for future communications with clients (Martin, 
Col. 2 lines 3-4). 

28. As per claim 15, Curry teaches the communication system of claim 7 further 
comprising a communication module unit which sends the assigned IP address to the 
first wireless terminal (col. 20 line 67-col. 21, line 3). 

29. Claims 8, 9, and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Voit (US 6,075,783) in view of Curry et al. (hereinafter Curry) US 6,359,880. 

30. As per claim 8, Voit teaches a name server in an internet protocol (IP)-based 
communication system comprising: 

a communication module unit for sending and receiving IP-based data (Col. 9 
lines 40-43; Col. 12, lines 58-62); 

a controller for registering telephone numbers and requests for translation of 
telephone numbers into IP addresses (Col. 9, lines 18-27); and 

a database for storing IP addresses and telephone numbers as determined by 
the controller (Col. 9, lines 30-33), wherein the communication module unit sends and 
receives IP-based data to and from external devices (col. 10, lines 43-45: IP address 
sent to called PC) 

31 . Voit fails to teach that the external devices include address servers. 

32. Curry teaches a communication system including a DHCP address server which 
obtains IP addresses for called parties and provides them to the communication 
controller (col. 18, lines 51-54). 
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33. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Voit and Curry because they both deal 
with establishing IP based communications between wireless terminals. Furthermore, 
the teaching Curry to modify the communication system of Voit to include 
communications with external IP servers would allow dynamically assigning IP 
addresses allowing efficient usage of IP addresses with terminals that are not 
permanently connected. 

34. As per claim 9, Voit teaches the name server of claim 8 wherein the name server 
further comprises a memory for storing a program for operating the controller (Col. 9, 
lines 17-19). 

35. As per claim 12, Voit teaches the name server of claim 8 wherein the controller 
receives requests for translation of telephone numbers into IP addresses from the 
communication module unit (Col 9, lines 30-34). 

36. Claims 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Voit 
and Curry as applied to claim 8 above, and further in view of Menon et al. (US 
Published Application 2001/0022784) hereinafter Menon. 

37. As per claim 14, Voit does not explicitly teach the name server of claim 8, 
wherein the telephone numbers are telephone numbers of wireless terminals. 

38. Menon teaches a name server system 10 which translates the telephone 
numbers of a first and second wireless terminal 17 into IP addresses (Fig. 1 , Paragraph 
0100: two end user wireless terminals, Paragraph 0102 and 0103: registering of 
telephone numbers and IP addresses for wireless terminals and translation of phone 
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numbers into IP addresses, Paragraph 0075: assigning of IP addresses to mobile 
terminals). 

39. It would have been obvious to one of ordinary skill in this art at the time the 
invention was made to combine the teaching of Voit and Menon because they both deal 
with IP based communication between terminals. Furthermore, the teaching of Menon 
to modify the name server taught by Voit to support assigning IP addresses to wireless 
terminals and mapping the phone numbers to IP addresses allows support for packet 
data services such as facsimile and VOIP for mobile stations (See Menon, paragraphs 
0009-0011). 

Conclusion 

40. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The following patents and publication are cited to further show 
the state of this art with respect to "IP-based communication system between terminals 
and method thereof." 

i. US 6,614,774 Wang Assigning IP address to wireless 
terminals using DHCP and registering in DNS server 

ii. US 6,104,71 1 Voit DNS translation of phone 
numbers to IP addresses for IP based communications 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Isaac R Clark whose telephone number is (571)272- 
3961. The examiner can normally be reached on Monday-Friday 8:00am-4:30pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A Follansbee can be reached on (571)272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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